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(3) A nonprovisional application
other than for a design patent may
claim an invention disclosed in one or
more prior filed copending provisional
applications. Since a provisional appli-
cation can be pending for no more than
twelve months, the last day of pend-
ency may occur on a Saturday, Sun-
day, or Federal holiday within the Dis-
trict of Columbia which for copendency
would require the nonprovisional appli-
cation to be filed on or prior to the
Saturday, Sunday, or Federal holiday.
In order for a nonprovisional applica-
tion to claim the benefit of one or more
prior filed copending provisional appli-
cations, each prior provisional applica-
tion must name as an inventor at least
one inventor named in the later filed
nonprovisional application and disclose
the named inventor’s invention
claimed in at least one claim of the
later filed nonprovisional application
in the manner provided by the first
paragraph of 35 U.S.C. 112. In addition,
each prior provisional application must
be:

(i) Complete as set forth in §1.51(c);
or

(ii) Entitled to a filing date as set
forth in §1.53(c) and include the basic
filing fee set forth in §1.16(Kk).

(4) Any nonprovisional application
claiming the benefit of one or more
prior filed copending provisional appli-
cations must contain or be amended to
contain in the first sentence of the
specification following the title a ref-
erence to each such prior provisional
application, identifying it as a provi-
sional application, and including the
provisional application number (con-
sisting of series code and serial num-
ber).

(b) Where two or more applications
filed by the same applicant contain
conflicting claims, elimination of such
claims from all but one application
may be required in the absence of good
and sufficient reason for their reten-
tion during pendency in more than one
application.

(c) Where an application or a patent
under reexamination and at least one
other application naming different in-
ventors are owned by the same party
and contain conflicting claims, and
there is no statement of record indi-
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cating that the claimed inventions
were commonly owned or subject to an
obligation of assignment to the same
person at the time the later invention
was made, the assignee may be called
upon to state whether the claimed in-
ventions were commonly owned or sub-
ject to an obligation of assignment to
the same person at the time the later
invention was made, and if not, indi-
cate which named inventor is the prior
inventor.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub.
L. 97-247)

[36 FR 7312, Apr. 17, 1971, as amended at 50
FR 9380, Mar. 7, 1985; 50 FR 11366, Mar. 21,
1985; 58 FR 54509, Oct. 22, 1993; 60 FR 20225,
Apr. 25, 1995; 61 FR 42804, Aug. 19, 1996; 62 FR
53189, Oct. 10, 1997]

§1.79 Reservation clauses

mitted.

A reservation for a future application
of subject matter disclosed but not
claimed in a pending application will
not be permitted in the pending appli-
cation, but an application disclosing
unclaimed subject matter may contain
a reference to a later filed application
of the same applicant or owned by a
common assignee disclosing and claim-
ing that subject matter.

not per-

THE DRAWINGS

AUTHORITY: Secs. 1.81 to 1.88 also issued

under 35 U.S.C. 113.

§1.81 Drawings required in patent ap-
plication.

(a) The applicant for a patent is re-
quired to furnish a drawing of his or
her invention where necessary for the
understanding of the subject matter
sought to be patented; this drawing, or
a high quality copy thereof, must be
filed with the application. Since cor-
rections are the responsibility of the
applicant, the original drawing(s)
should be retained by the applicant for
any necessary future correction.

(b) Drawings may include illustra-
tions which facilitate an understanding
of the invention (for example, flow
sheets in cases of processes, and dia-
grammatic views).



§1.83

(c) Whenever the nature of the sub-
ject matter sought to be patented ad-
mits of illustration by a drawing with-
out its being necessary for the under-
standing of the subject matter and the
applicant has not furnished such a
drawing, the examiner will require its
submission within a time period of not
less than two months from the date of
the sending of a notice thereof.

(d) Drawings submitted after the fil-
ing date of the application may not be
used to overcome any insufficiency of
the specification due to lack of an ena-
bling disclosure or otherwise inad-
equate disclosure therein, or to supple-
ment the original disclosure thereof for
the purpose of interpretation of the
scope of any claim.

[43 FR 4015, Jan. 31, 1978, as amended at 53
FR 47808, Nov. 28, 1988]

§1.83 Content of drawing.

(a) The drawing in a nonprovisional
application must show every feature of
the invention specified in the claims.
However, conventional features dis-
closed in the description and claims,
where their detailed illustration is not
essential for a proper understanding of
the invention, should be illustrated in
the drawing in the form of a graphical
drawing symbol or a labeled represen-
tation (e.g., a labeled rectangular box).

(b) When the invention consists of an
improvement on an old machine the
drawing must when possible exhibit, in
one or more views, the improved por-
tion itself, disconnected from the old
structure, and also in another view, so
much only of the old structure as will
suffice to show the connection of the
invention therewith.

(c) Where the drawings in a nonprovi-
sional application do not comply with
the requirements of paragraphs (a) and
(b) of this section, the examiner shall
require such additional illustration
within a time period of not less than
two months from the date of the send-
ing of a notice thereof. Such correc-
tions are subject to the requirements
of §1.81(d).

[31 FR 12923, Oct. 4, 1966, as amended at 43 FR
4015, Jan. 31, 1978; 60 FR 20226, Apr. 25, 1995]
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§1.84 Standards for drawings.

(a) Drawings. There are two accept-
able categories for presenting drawings
in utility patent applications:

(1) Black ink. Black and white draw-
ings are normally required. India ink,
or its equivalent that secures solid
black lines, must be used for drawings,
or

(2) Color. On rare occasions, color
drawings may be necessary as the only
practical medium by which to disclose
the subject matter sought to be pat-
ented in a utility patent application or
the subject matter of a statutory in-
vention registration. The Patent and
Trademark Office will accept color
drawings in utility patent applications
and statutory invention registrations
only after granting a petition filed
under this paragraph explaining why
the color drawings are necessary. Any
such petition must include the fol-
lowing:

(i) The fee set forth in §1.17(i);

(if) Three (3) sets of color drawings;
and

(iii) The specification must contain
the following language as the first
paragraph in that portion of the speci-
fication relating to the brief descrip-
tion of the drawing:

The file of this patent contains at least one
drawing executed in color. Copies of this pat-
ent with color drawing(s) will be provided by
the Patent and Trademark Office upon re-
quest and payment of the necessary fee.

If the language is not in the specifica-
tion, a proposed amendment to insert
the language must accompany the peti-
tion.

(b) Photographs—(1) Black and white.
Photographs are not ordinarily per-
mitted in utility patent applications.
However, the Office will accept photo-
graphs in utility patent applications
only after the granting of a petition
filed under this paragraph which re-
quests that photographs be accepted.
Any such petition must include the fol-
lowing:

(i) The fee set forth in §1.17(i); and

(i) Three (3) sets of photographs.
Photographs must either be developed
on double weight photographic paper or
be permanently mounted on bristol
board. The photographs must be of suf-
ficient quality so that all details in the



