Patent and Trademark Office, Commerce

(c) A terminal disclaimer, when filed
to obviate a judicially created double
patenting rejection in a patent applica-
tion or in a reexamination proceeding,
must:

(1) Comply with the provisions of
paragraphs (b)(2) through (b)(4) of this
section;

(2) Be signed in accordance with
paragraph (b)(1) of this section if filed
in a patent application or in accord-
ance with paragraph (a)(1) of this sec-
tion if filed in a reexamination pro-
ceeding; and

(3) Include a provision that any pat-
ent granted on that application or any
patent subject to the reexamination
proceeding shall be enforceable only
for and during such period that said
patent is commonly owned with the ap-
plication or patent which formed the
basis for the rejection.

[58 FR 54510, Oct. 22, 1993, as amended at 61
FR 42807, Aug. 19, 1996]

CORRECTION OF ERRORS IN PATENT

§1.322 Certificate of correction of Of-
fice mistake.

(a) A certificate of correction under
35 U.S.C. 254 may be issued at the re-
quest of the patentee or the patentee’s
assignee. Such certificate will not be
issued at the request or suggestion of
anyone not owning an interest in the
patent, nor on motion of the Office,
without first notifying the patentee
(including any assignee of record) and
affording the patentee an opportunity
to be heard. When the request relates
to a patent involved in an interference,
the request shall comply with the re-
quirements of this section and shall be
accompanied by a motion under §1.635.

(b) If the nature of the mistake on
the part of the Office is such that a cer-
tificate of correction is deemed inap-
propriate in form, the Commissioner
may issue a corrected patent in lieu
thereof as a more appropriate form for
certificate of correction, without ex-
pense to the patentee.

(35 U.S.C. 254)

[24 FR 10332, Dec. 22, 1959, as amended at 49
FR 48454, Dec. 12, 1984]
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§1.324

§1.323 Certificate of correction of ap-
plicant’'s mistake.

Whenever a mistake of a clerical or
typographical nature or of minor char-
acter which was not the fault of the Of-
fice, appears in a patent and a showing
is made that such mistake occurred in
good faith, the Commissioner may,
upon payment of the fee set forth in
§1.20(a), issue a certificate, if the cor-
rection does not involve such changes
in the patent as would constitute new
matter or would require reexamina-
tion. A request for a certificate of cor-
rection of a patent involved in an in-
terference shall comply with the re-
quirements of this section and shall be
accompanied by a motion under §1.635.

[49 FR 48454, Dec. 12, 1984]
§1.324 Correction of inventorship in
patent.

(a) Whenever through error a person
is named in an issued patent as the in-
ventor, or through error an inventor is
not named in an issued patent and such
error arose without any deceptive in-
tention on his or her part, the Commis-
sioner may, on petition, or on order of
a court before which such matter is
called in question, issue a certificate
naming only the actual inventor or in-
ventors. A  petition to correct
inventorship of a patent involved in an
interference must comply with the re-
quirements of this section and must be
accompanied by a motion under §1.634.

(b) Any petition pursuant to para-
graph (a) of this section must be ac-
companied by:

(1) A statement from each person
who is being added as an inventor and
from each person who is being deleted
as an inventor that the inventorship
error occurred without any deceptive
intention on his or her part;

(2) A statement from the current
named inventors who have not sub-
mitted a statement under paragraph
(b)(1) of this section either agreeing to
the change of inventorship or stating
that they have no disagreement in re-
gard to the requested change;

(3) A statement from all assignees of
the parties submitting a statement
under paragraphs (b)(1) and (b)(2) of
this section agreeing to the change of
inventorship in the patent, which



§1.325

statement must comply with the re-
quirements of §3.73(b) of this chapter;
and

(4) The fee set forth in §1.20(b).

[62 FR 53199, Oct. 10, 1997]

§1.325 Other mistakes not corrected.

Mistakes other than those provided
for in 881.322, 1.323, 1.324, and not af-
fording legal grounds for reissue or for
reexamination, will not be corrected
after the date of the patent.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2714, Jan. 20, 1983]

ARBITRATION AWARDS
§1.331-1.334 [Reserved]

8§1.335 Filing of notice of arbitration
awards.

(a) Written notice of any award by an
arbitrator pursuant to 35 U.S.C. 2%
must be filed in the Patent and Trade-
mark Office by the patentee, or the
patentee’s assignee or licensee. If the
award involves more than one patent a
separate notice must be filed for place-
ment in the file of each patent. The no-
tice must set forth the patent number,
the names of the inventor and patent
owner, and the names and addresses of
the parties to the arbitration. The no-
tice must also include a copy of the
award.

(b) If an award by an arbitrator pur-
suant to 35 U.S.C. 294 is modified by a
court, the party requesting the modi-
fication must file in the Patent and
Trademark Office, a notice of the
modification for placement in the file
of each patent to which the modifica-
tion applies. The notice must set forth
the patent number, the names of the
inventor and patent owner, and the
names and addresses of the parties to
the arbitration. The notice must also
include a copy of the court’s order
modifying the award.

(c) Any award by an arbitrator pursu-
ant to 35 U.S.C. 294 shall be unenforce-
able until any notices required by para-
graph (a) or (b) of this section are filed
in the Patent and Trademark Office. If
any required notice is not filed by the
party designated in paragraph (a) or (b)
of this section, any party to the arbi-
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tration proceeding may file such a no-
tice.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2714, Jan. 20, 1983]

AMENDMENT OF RULES

§1.351 Amendments to rules will be

published.

All amendments to the regulations in
this part will be published in the Offi-
cial Gazette and in the FEDERAL REG-
ISTER.

8§1.352 [Reserved]
MAINTENANCE FEES

§1.362 Time for payment of mainte-
nance fees.

(a) Maintenance fees as set forth in
§§1.20 (e) through (g) are required to be
paid in all patents based on applica-
tions filed on or after December 12,
1980, except as noted in paragraph (b) of
this section, to maintain a patent in
force beyond 4, 8 and 12 years after the
date of grant.

(b) Maintenance fees are not required
for any plant patents or for any design
patents. Maintenance fees are not re-
quired for a reissue patent if the patent
being reissued did not require mainte-
nance fees.

(c) The application filing dates for
purposes of payment of maintenance
fees are as follows:

(1) For an application not claiming
benefit of an earlier application, the
actual United States filing date of the
application.

(2) For an application claiming ben-
efit of an earlier foreign application
under 35 U.S.C. 119, the United States
filing date of the application.

(3) For a continuing (continuation,
division, continuation-in-part) applica-
tion claiming the benefit of a prior pat-
ent application under 35 U.S.C. 120, the
actual United States filing date of the
continuing application.

(4) For a reissue application, includ-
ing a continuing reissue application
claiming the benefit of a reissue appli-
cation under 35 U.S.C. 120, United
States filing date of the original non-
reissue application on which the patent
reissued is based.



