Patent and Trademark Office, Commerce

lost or inaccessible, by an affidavit or
declaration to that effect. The applica-
tion may be accepted for examination
in the absence of the original patent or
the affidavit or declaration, but one or
the other must be supplied before the
case is allowed. If a reissue be refused,
the original patent will be returned to
applicant upon his request.

[24 FR 10332, Dec. 22, 1959, as amended at 34
FR 18857, Nov. 26, 1969]

§1.179 Notice of reissue application.

When an application for a reissue is
filed, there will be placed in the file of
the original patent a notice stating
that an application for reissue has been
filed. When the reissue is granted or
the reissue application is otherwise
terminated, the fact will be added to
the notice in the file of the original
patent.

PETITIONS AND ACTION BY THE
COMMISSIONER

AUTHORITY: 35 U.S.C. 6; 15 U.S.C. 1113, 1123.

§1.181 Petition to the Commissioner.

(a) Petition may be taken to the
Commissioner:

(1) From any action or requirement
of any examiner in the ex parte pros-
ecution of an application which is not
subject to appeal to the Board of Pat-
ent Appeals and Interferences or to the
court;

(2) In cases in which a statute or the
rules specify that the matter is to be
determined directly by or reviewed by
the Commissioner; and

(3) To invoke the supervisory author-
ity of the Commissioner in appropriate
circumstances. For petitions in inter-
ferences, see §1.644.

(b) Any such petition must contain a
statement of the facts involved and the
point or points to be reviewed and the
action requested. Briefs or memoranda,
if any, in support thereof should ac-
company or be embodied in the peti-
tion; and where facts are to be proven,
the proof in the form of affidavits or
declarations (and exhibits, if any) must
accompany the petition.

(c) When a petition is taken from an
action or requirement of an examiner
in the ex parte prosecution of an appli-
cation, it may be required that there
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have been a proper request for recon-
sideration (§1.111) and a repeated ac-
tion by the examiner. The examiner
may be directed by the Commissioner
to furnish a written statement, within
a specified time, setting forth the rea-
sons for his decision upon the matters
averred in the petition, supplying a
copy thereof to the petitioner.

(d) Where a fee is required for a peti-
tion to the Commissioner the appro-
priate section of this part will so indi-
cate. If any required fee does not ac-
company the petition, the petition will
be dismissed.

(e) Oral hearing will not be granted
except when considered necessary by
the Commissioner.

(f) Except as otherwise provided in
these rules, any such petition not filed
within 2 months from the action com-
plained of, may be dismissed as un-
timely. The mere filing of a petition
will not stay the period for reply to an
Examiner’s action which may be run-
ning against an application, nor act as
a stay of other proceedings.

(g) The Commissioner may delegate
to appropriate Patent and Trademark
Office officials the determination of pe-
titions.

[24 FR 10332, Dec. 22, 1959, as amended at 34
FR 18857, Nov. 26, 1969; 47 FR 41278, Sept. 17,
1982; 49 FR 48452, Dec. 12, 1984]

§1.182 Questions not specifically pro-
vided for.

All situations not specifically pro-
vided for in the regulations of this part
will be decided in accordance with the
merits of each situation by or under
the authority of the Commissioner,
subject to such other requirements as
may be imposed, and such decision will
be communicated to the interested par-
ties in writing. Any petition seeking a
decision under this section must be ac-
companied by the petition fee set forth
in §1.17(h).

[62 FR 53196, Oct. 10, 1997]

§1.183 Suspension of rules.

In an extraordinary situation, when
justice requires, any requirement of
the regulations in this part which is
not a requirement of the statutes may
be suspended or waived by the Commis-
sioner or the Commissioner’s designee,
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sua sponte, or on petition of the inter-
ested party, subject to such other re-
quirements as may be imposed. Any pe-
tition under this section must be ac-
companied by the petition fee set forth
in §1.17(h).

[47 FR 41278, Sept. 17, 1982]
8§1.184 [Reserved]

APPEAL TO THE BOARD OF PATENT
APPEALS AND INTERFERENCES

AUTHORITY: Secs. 1.191 to 1.198 also issued
under 35 U.S.C. 134.

§1.191 Appeal to Board of Patent Ap-
peals and Interferences.

(a) Every applicant for a patent or
for reissue of a patent, and every owner
of a patent under reexamination, any
of whose claims has been twice or fi-
nally (§1.113) rejected, may appeal from
the decision of the examiner to the
Board of Patent Appeals and Inter-
ferences by filing a notice of appeal
and the fee set forth in §1.17(b) within
the time period provided under §§1.134
and 1.136 for reply.

(b) The signature requirement of
§1.33 does not apply to a notice of ap-
peal filed under this section.

(c) An appeal when taken must be
taken from the rejection of all claims
under rejection which the applicant or
patent owner proposes to contest.
Questions relating to matters not af-
fecting the merits of the invention may
be required to be settled before an ap-
peal can be considered.

(d) The time periods set forth in
§§1.191 and 1.192 are subject to the pro-
visions of §1.136 for patent applications
and §1.550(c) for reexamination pro-
ceedings. The time periods set forth in
§§1.193, 1.194, 1.196 and 1.197 are subject
to the provisions of §1.136(b) for patent
applications or §1.550(c) for reexamina-
tion proceedings. See §1.304(a) for ex-
tensions of time for filing a notice of
appeal to the U.S. Court of Appeals for
the Federal Circuit or for commencing
a civil action.

(e) Jurisdiction over the application
or patent under reexamination passes
to the Board of Patent Appeals and
Interferences upon transmittal of the
file, including all briefs and examiner’s
answers, to the Board. Prior to the
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entry of a decision on the appeal, the
Commissioner may sua sponte order
the application remanded to the exam-
iner.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113,
1123)

[46 FR 29183, May 29, 1981, as amended at 49
FR 555, Jan. 4, 1984; 49 FR 48453, Dec. 12, 1984,
54 FR 29552, July 13, 1989; 58 FR 54510, Oct. 22,
1993; 62 FR 53196, Oct. 10, 1997]

§1.192 Appellant’s brief.

(@) Appellant must, within two
months from the date of the notice of
appeal under §1.191 or within the time
allowed for reply to the action from
which the appeal was taken, if such
time is later, file a brief in triplicate.
The brief must be accompanied by the
fee set forth in §1.17(c) and must set
forth the authorities and arguments on
which appellant will rely to maintain
the appeal. Any arguments or authori-
ties not included in the brief will be re-
fused consideration by the Board of
Patent Appeals and Interferences, un-
less good cause is shown.

(b) On failure to file the brief, accom-
panied by the requisite fee, within the
time allowed, the appeal shall stand
dismissed.

(c) The brief shall contain the fol-
lowing items under appropriate head-
ings and in the order indicated below
unless the brief is filed by an applicant
who is not represented by a registered
practitioner:

(1) Real party in interest. A statement
identifying the real party in interest, if
the party named in the caption of the
brief is not the real party in interest.

(2) Related appeals and interferences. A
Statement identifying by number and
filing date all other appeals or inter-
ferences known to appellant, the appel-
lant’s legal representative, or assignee
which will directly affect or be directly
affected by or have a bearing on the
Board’s decision in the pending appeal.

(3) Status of claims. A statement of
the status of all the claims, pending or
cancelled, and identifying the claims
appealed.

(4) Status of amendments. A statement
of the status of any amendment filed
subsequent to final rejection.

(5) Summary of invention. A concise
explanation of the invention defined in
the claims involved in the appeal,



