§1.98

(f) No extensions of time for filing an
information disclosure statement are
permitted under §1.136. If a bona fide
attempt is made to comply with §1.98,
but part of the required content is in-
advertently omitted, additional time
may be given to enable full compli-
ance.

(9) An information disclosure state-
ment filed in accordance with this sec-
tion shall not be construed as a rep-
resentation that a search has been
made.

(h) The filing of an information dis-
closure statement shall not be con-
strued to be an admission that the in-
formation cited in the statement is, or
is considered to be, material to patent-
ability as defined in §1.56(b).

(i) Information disclosure state-
ments, filed before the grant of a pat-
ent, which do not comply with this sec-
tion and §1.98 will be placed in the file,
but will not be considered by the Of-
fice.

[57 FR 2034, Jan. 17, 1992, as amended at 59
FR 32658, June 24, 1994; 60 FR 20226, Apr. 25,
1995; 61 FR 42805, Aug. 19, 1996; 62 FR 53190,
Oct. 10, 1997]

§1.98 Content of
sure statement.

(a) Any information disclosure state-
ment filed under §1.97 shall include:

(1) A list of all patents, publications,
or other information submitted for
consideration by the Office;

(2) A legible copy of:

(i) Each U.S. and foreign patent;

(ii) Each publication or that portion
which caused it to be listed; and

(iii) AIll other information or that
portion which caused it to be listed, ex-
cept that no copy of a U.S. patent ap-
plication need be included; and

(3) A concise explanation of the rel-
evance, as it is presently understood by
the individual designated in §1.56(c)
most knowledgeable about the content
of the information, of each patent, pub-
lication, or other information listed
that is not in the English language.
The concise explanation may be either
separate from the specification or in-
corporated therein.

(b) Each U.S. patent listed in an in-
formation disclosure statement shall
be identified by patentee, patent num-
ber and issue date. Each foreign patent

information disclo-
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or published foreign patent application
shall be identified by the country or
patent office which issued the patent
or published the application, an appro-
priate document number, and the pub-
lication date indicated on the patent or
published application. Each publica-
tion shall be identified by author (if
any), title, relevant pages of the publi-
cation, date and place of publication.

() When the disclosures of two or
more patents or publications listed in
an information disclosure statement
are substantively cumulative, a copy of
one of the patents or publications may
be submitted without copies of the
other patents or publications provided
that a statement is made that these
other patents or publications are cu-
mulative. If a written English-language
translation of a non-English language
document, or portion thereof, is within
the possession, custody or control of,
or is readily available to any indi-
vidual designated in §1.56(c), a copy of
the translation shall accompany the
statement.

(d) A copy of any patent, publication
or other information listed in an infor-
mation disclosure statement is not re-
quired to be provided if it was pre-
viously cited by or submitted to the Of-
fice in a prior application, provided
that the prior application is properly
identified in the statement and relied
upon for an earlier filing date under 35
U.S.C. 120.

[57 FR 2035, Jan. 17, 1992]
8§1.99 [Reserved]

EXAMINATION OF APPLICATIONS

AUTHORITY: Secs. 1.101 to 1.108 also issued
under 35 U.S.C. 131, 132.

§1.101 [Reserved]

§1.102 Advancement of examination.

(a) Applications will not be advanced
out of turn for examination or for fur-
ther action except as provided by this
part, or upon order of the Commis-
sioner to expedite the business of the
Office, or upon filing of a request under
paragraph (b) of this section or upon
filing a petition under paragraphs (c)
or (d) of this section with a showing
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which, in the opinion of the Commis-
sioner, will justify so advancing it.

(b) Applications wherein the inven-
tions are deemed of peculiar impor-
tance to some branch of the public
service and the head of some depart-
ment of the Government requests im-
mediate action for that reason, may be
advanced for examination.

(c) A petition to make an application
special may be filed without a fee if the
basis for the petition is the applicant’s
age or health or that the invention will
materially enhance the quality of the
environment or materially contribute
to the development or conservation of
energy resources.

(d) A petition to make an application
special on grounds other than those re-
ferred to in paragraph (c) of this sec-
tion must be accompanied by the peti-
tion fee set forth in §1.17(i).

(36 U.S.C. 6; 15 U.S.C. 1113, 1123)

[24 FR 10332, Dec. 22, 1959, as amended at 47
FR 41276, Sept. 17, 1982; 54 FR 6903, Feb. 15,
1989; 60 FR 20226, Apr. 25, 1995; 62 FR 53191,
Oct. 10, 1997]

§1.103 Suspension of action.

(a) Suspension of action by the Office
will be granted for good and sufficient
cause and for a reasonable time speci-
fied upon petition by the applicant and,
if such cause is not the fault of the Of-
fice, the payment of the fee set forth in
§1.17(i). Action will not be suspended
when a reply by the applicant to an Of-
fice action is required.

(b) If action by the Office on an appli-
cation is suspended when not requested
by the applicant, the applicant shall be
notified of the reasons therefor.

(c) Action by the examiner may be
suspended by order of the Commis-
sioner in the case of applications
owned by the United States whenever
publication of the invention by the
granting of a patent thereon might be
detrimental to the public safety or de-
fense, at the request of the appropriate
department or agency.

(d) Action on applications in which
the Office has accepted a request to
publish a defensive publication will be
suspended for the entire pendency of
these applications except for purposes
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relating to patent interference pro-
ceedings under subpart E.

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[24 FR 10332, Dec. 22, 1959, as amended at 47
FR 41276, Sept. 17, 1982; 50 FR 9381, Mar. 7,
1985; 54 FR 6903, Feb. 15, 1989; 60 FR 20226,
Apr. 25, 1995; 62 FR 53191, Oct. 10, 1997]

§1.104 Nature of examination.

(a) Examiner’s action. (1) On taking up
an application for examination or a
patent in a reexamination proceeding,
the examiner shall make a thorough
study thereof and shall make a thor-
ough investigation of the available
prior art relating to the subject matter
of the claimed invention. The examina-
tion shall be complete with respect
both to compliance of the application
or patent under reexamination with
the applicable statutes and rules and to
the patentability of the invention as
claimed, as well as with respect to
matters of form, unless otherwise indi-
cated.

(2) The applicant, or in the case of a
reexamination proceeding, both the
patent owner and the requester, will be
notified of the examiner’s action. The
reasons for any adverse action or any
objection or requirement will be stated
and such information or references will
be given as may be useful in aiding the
applicant, or in the case of a reexam-
ination proceeding the patent owner,
to judge the propriety of continuing
the prosecution.

(3) An international-type search will
be made in all national applications
filed on and after June 1, 1978.

(4) Any national application may also
have an international-type search re-
port prepared thereon at the time of
the national examination on the mer-
its, upon specific written request there-
for and payment of the international-
type search report fee set forth in
§1.21(e). The Patent and Trademark Of-
fice does not require that a formal re-
port of an international-type search be
prepared in order to obtain a search fee
refund in a later filed international ap-
plication.

(5) Copending applications will be
considered by the examiner to be
owned by, or subject to an obligation of
assignment to, the same person if:

(i) The application files refer to as-
signments recorded in the Patent and



